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DETAILED ACTION 

Information Disclosure Statement 

I. The information disclosure statement (IDS) submitted on 12/20/01 is in compliance with 
the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement has been 
considered by the examiner. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

II. Claim 2 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. In Claim 2 5 Applicant uses the language "...received contemporaneously by the 
receiver." The term "contemporaneously" can be broadly defined as "during the same period of 
time," which the Examiner deems indefinite because a period of time could refer to any number 
of time periods including a second, hour, day, year, etc. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C, 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

Non-Final Rejection - Pg. 10 of 10. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

III. Claims 1, 3, 5, 8, 9, 13, 15, 16, 18, 20-22, 24, 26, and 27 are rejected under 35 

U.S.C. 102(a) and (e) as being anticipated by Alexander et al. (US Pat. No. 6,177,931). 

As to Claim 1, Alexander et al disclose a multimedia system comprising a receiver, data 

storage medium, data processor operable to record programming data and supplemental data 

(i.e., associated secondary program data) received via a communications channel, and a user 

* 

interface which allows for the selection of said programming data and the retrieval of said 
supplemental data. (Abstract; Col. 1, Ln. 36-40; Col. 4, Ln. 28-44; Col. 7, Ln. 57-Col. 8, Ln. 3; 
Col. 19, Ln. 48-61; Col. 24, Ln. 10-15; Col. 32, Ln. 35-54; Col. 33, Ln. 44-65; Col". 34, Ln. 10- 

25). Accordingly, Alexander et al anticipate each and every limitation of Claim 1. 

Claims 9, 16, 21, and 27 are encompassed within the limitations of Claim 1. Thus, each 
is analyzed and rejected as previously discussed. (Note: Regarding Claim 21, Alexander further 
teaches the associated program data (i.e., advertisements) can be analyzed/displayed (i.e., 
compiled) based on the programming watched by the user. (Col. 32, Ln. 22-Col. 34, Ln. 9). 
Regarding Claim 27, the Examiner considers the EPG containing various ad windows (Figure 1 
of Alexander) to read upon Applicant's "menu of stored secondary programming data files. . ."). 

As to Claim 3, Alexander further teaches the supplemental data can comprise audio, 
video, text, or graphics. (Col. 24, Ln. 42-43; Col. 34, Ln. 15-16). Accordingly, Alexander et al 
anticipate each and every limitation of Claim 3. 
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Claims 18 and 24 correspond to Claim 3. Thus, it is analyzed and rejected as previously 
discussed. 

As to Claim 5, Alexander further teaches the use of ad windows (i.e., data having lower 
resolution) within an EPG interface. (Figs. 14 and 16). For the sake of clarification, resolution 
can be defined as the number of pixels used to form an image. For example, the more pixels 
utilized to display an image, the higher the resolution of the display. Therefore, the smaller the 
image (i.e., Alexander's ad window), the lower the resolution. As such, Alexander is operable to 
display an ad window, which utilizes a lower resolution than the larger programming display. 
Accordingly, Alexander et al anticipate each and every limitation of Claim 5. 

Claims 13, 20, and 26 correspond to Claim 5. Thus, each is analyzed and rejected as 
previously discussed. 

As to Claim 8, Alexander et al further disclose the use of a display device, (clearly 
anticipated from cited portions used under Claim 1). Accordingly, Alexander et al anticipate 
each and every limitation of Claim 8. 

Claim 15 corresponds to Claim 8. Thus, it is analyzed and rejected as previously 
discussed. 

As to Claim 22, Alexander et al further disclose the system is operable to 
analyzed/display (i.e., compile) ads that are related to programs previously watched (i.e., 
earmarked) by the user. (Col. 33, Ln. 25-42). Accordingly, Alexander et al anticipate each and 
every limitation of Claim 22. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art arid the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

IV. Claims 2 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Alexander et al in view of Kitsukawa et al. (US Pat. Pub. No. 2001/0013125). 

Non-Final Rejection - Pg. 10 of 10. 
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Claim 2 recites the apparatus of Claim 1, further operable to record the primary and 
secondary program data when received contemporaneously by the receiver. As discussed above, 
Alexander et al anticipate each and every limitation of Claim 1 , and further disclose the system is 
operable to record various programming, (portions cited under Claim 1). But, Alexander fails to 
disclose the remaining limitations of Claim 2. However, within the same field of endeavor, 
Kitsukawa discloses a similar system which is operable to receive both primary and secondary 
data contemporaneously. (Par. [0007, 0036, 0041]). Accordingly, it would have been obvious to 
one having ordinary skill in this art at the time of Applicant's invention to combine the systems 
of Alexander and Kitsukawa in order to provide a system which utilizes bandwidth more 
efficiently. 

Claim 17 corresponds to Claim 2. Thus, it is analyzed and rejected as previously 
discussed. 

V. Claims 4, 7, 12, 14, 19, and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Alexander et al. 

Claim 4 recites the apparatus of Claim 1 , wherein the primary program data and the 
secondary programming data are in the form of MPEG-2 files. As discussed above, Alexander et 
al anticipate each and every limitation of 1, but fail to disclose the limitations of Claim 4. 
However, the Examiner takes Official Notice that, at the time of Applicant's invention, it was 
notoriously well known in this art to utilize MPEG-2 compression. Accordingly, it would have 
been obvious to one having ordinary skill in this art at the time of Applicant's invention to 
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modify the teaching of Alexander to further include MPEG-2 compression, thereby providing a 
more bandwidth efficient transmission format. 

Claims 12, 19, and 25 correspond to Claim 4. Thus, each is analyzed and rejected as 
previously discussed. 

Claim 7 recites a set top box comprising the apparatus claimed in Claim 1 . As discussed 
above, Alexander et al anticipate each and every limitation of Claim 1 , but fail to specifically 
disclose the use of a set top box. However, the Examiner takes Official Notice that, at the time 
of Applicant's invention, the use of set top boxes were notoriously well known in this art as 
evidenced by Kitsukawa et al US Pat. Pub. 2001/0013125, Figures 2 and 3. Accordingly, it 
would have been obvious to one having ordinary skill in this art at the time of Applicant's 
invention to further modify the teachings of Alexander to incorporate the proposed invention in a 
set top box, thereby providing a compact, cost effective device which could be placed at the user 
site. 

Claim 14 corresponds to Claim 7. Thus, it is analyzed and rejected as previously 
discussed. 

VI. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Alexander et al in 
viewofBerstis. (US Pat. No. 6,564,005). 

Claim 6 recites the apparatus of Claim 1 , wherein the processor is operable to selectively 
allow marking of the primary program data for deletion or prolonged keeping upon user input 
during display of the secondary program data. As discussed above, Alexander et al anticipate 
each and every limitation of Claim 1, but fail to disclose the limitations of Claim 6. However, 
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within the same field of endeavor, Berstis discloses a similar system which allows a user to 
select data for deletion and/or prolonged keeping. (Abstract; Col. 6, Ln. 38-54; Fig. 8). 
Accordingly, it would have been obvious to one having ordinary skill in this art at the time of 
Applicant's invention to combine the systems of Alexander and Berstis, thereby providing a 
multimedia system which provides the user with a flexible method of programming storage. 

VII. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Alexander et al in 
view of Dunn et al. (US Pat. No. 5,945,987). 

Claims 1 0 recites the apparatus of Claim 9, wherein the processor is operable to identify 
portions of the primary program data that have been earmarked and store a copy of said 
earmarked data in the associated secondary program data file. As discussed above, Alexander et 
al anticipate each and every limitation of Claim 9, but fail to specifically recite those of Claim 
10. However, within the same field of endeavor, Dunn discloses a similar system which 
transmits video clips (i.e.* secondary data) in a separate data file. (Abstract; Col. 2, Ln. 45-55; 
Col. 5, Ln. 16-28). For clarification, the Examiner interprets "...portions of the primary program 
data that have been earmarked..." to encompass video clips of primary programs stored on the 
system. Therefore, it is inherent these video clips comprise portions of the primary programs 
they advertise and the system subsequently stores a copy of these clips in their respective files. 
Accordingly, it would have been obvious to one having ordinary skill in this art at the time of 
Applicant's invention to combine the systems of Alexander and Dunn in order to provide a 
system which supplies the user with video clips, thereby influencing the user to purchase the 
corresponding video. 

Non-Final Rejection - Pg. 10 of 10. 
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VIII. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Alexander in 
view of Dunn as applied to claim 10 above, and further in view of Logan et al. (US Pat. No. 
5,892,536). 

Glaim 1 1 recites the apparatus of Claim 1 0 5 wherein the software agent is operable to 
replace at least a portion of audio data in the secondary program data with audio data from 
tertiary program data received by the receiver from the communication channel. As discussed 
above, the combined systems of Alexander and Dunn disclose all limitations of Claim 10, but 
fail to disclose those of Claim 1 1 . However, within the same field of endeavor, Logan et al 
disclose a similar system which allows for the replacement of audio data with other audio data 
received via the communications channel. (Col. 2, Ln. 39-55; Col. 11, Ln. 63-Col. 12, Ln. 11). 
Accordingly, it would have been obvious to one having ordinary skill in this art at the time of 
Applicant's invention to combine the systems of Alexander, Dunn, and Logan, thereby providing 
a system which allows a user to edit background music during a commercial sequence. 

VIX. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Alexander et al in 
view of Logan et al. 

The limitations of Claim 23 mirror those of Claim 1 1 . Therefore, the same discussion, 
analysis and cited portions of Logan used to reject Claim 1 1 are incorporated herein. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to applicant's 



b. Zigmond et al (US Pat. No. 6,698,020) disclose a system which stores 
advertisements. 

c. Barton (US Pat. Pub. No. 2001/0049820) disclose a system which stores 
advertisements. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jade O. Laye whose telephone number is (571) 272-7303. The 
examiner can normally be reached on Mon. 7:30am-4, Tues. 7:30-2, W-Fri. 7:30-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Kelley can be reached on (571) 272-7331. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 



system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
Examiner: Jade O. Lave 



disclosure. 



a. 



Lord et al (US Pat. No. 6,944,877) disclose a system which stores advertisements. 



November 3, 2005. 



^-CHRIS KELLEY 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 
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